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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Competitor Group, Inc.

Granted to Date
of previous
extension

12/04/2013

Address 9477 Waples Street Suite 150
San Diego, CA 92121
UNITED STATES

Attorney
information

John Paul Oleksiuk
Cooley LLP
1299 Pennsylvania Ave., NW Suite 700
Washington, DC 20004
UNITED STATES
trademarks@cooley.com,jpo@cooley.com,pwillsey@cooley.com
Phone:310.883.6400

Applicant Information

Application No 85882798 Publication date 08/06/2013

Opposition Filing
Date

09/23/2013 Opposition
Period Ends

12/04/2013

Applicant Kona Running Company, Inc.
18186 Blue Heron Dr. W.
Northville, MI 48168
UNITED STATES

Goods/Services Affected by Opposition

Class 041. First Use: 2011/09/01 First Use In Commerce: 2011/11/22
All goods and services in the class are opposed, namely: Organizing, arranging, and conducting
running events

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

4336334 Application Date 07/12/2011

Registration Date 05/14/2013 Foreign Priority
Date

NONE

Word Mark ROCK 'N' ROLL

http://estta.uspto.gov


Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 1998/06/21 First Use In Commerce: 1998/06/21
Entertainment services, namely, arranging and organizing a sporting event in
the nature of a running race

U.S. Registration
No.

4394562 Application Date 07/12/2011

Registration Date 09/03/2013 Foreign Priority
Date

NONE

Word Mark ROCK 'N' ROLL

Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 1998/06/21 First Use In Commerce: 1998/06/21
Providing entertainment events, namely, organizing community festivals
featuring vendor booths; party planning, namely, planning parties and special-
event dinners; all of the aforementioned offered in connection with endurance
sports events

U.S. Registration
No.

4313803 Application Date 07/12/2011

Registration Date 04/02/2013 Foreign Priority
Date

NONE

Word Mark ROCK 'N' ROLL

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 1998/06/21 First Use In Commerce: 1998/06/21
Organizing, promoting and conducting exhibitions and tradeshows for business
purposes featuring booths and displays relating to competitive endurance sports
events

U.S. Registration
No.

2131333 Application Date 09/05/1996

Registration Date 01/20/1998 Foreign Priority
Date

NONE

Word Mark ROCK 'N' ROLL MARATHON

Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 1996/08/00 First Use In Commerce: 1996/08/00
entertainment in the nature of marathon foot races
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by Overnight Courier on this date.

Signature /John Paul Oleksiuk/

Name John Paul Oleksiuk

Date 09/23/2013
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
In the matter of Application Serial No. 85/882,798 
For the Trademark SHAMROCK N ROLL RUN   
Published in the Official Gazette on August 6, 2013 
 
COMPETITOR GROUP, INC.   ) 
        ) 
  Opposer,    ) 
       ) Opposition No. 
 v.      ) 
       ) 
KONA RUNNING COMPANY, INC.  ) 
       ) 
       ) 
  Applicant.    ) 
       ) 

NOTICE OF OPPOSITION  

 Opposer Competitor Group." Kpe0" *ÐCGIÑ+." c"Delaware corporation having its principal 

place of business at 9477 Waples Street, Suite 150, San Diego, CA 92121, will be damaged by 

the issuance of a registration for the mark SHAMROCK N ROLL RUN *vjg" ÐCrrnkecpvÓu"

OctmÑ+." cu" crrnkgf" hqt" kp" Crrnkecvkqp" Ugtkcn" Pq0" 85/882,798 filed on March 21, 2013 by 

Applicant Kona Running Company, Inc., a Michigan corporation located at 18186 Blue Heron 

Dr. W., Northville, MI 48168 *ÐCrrnkecpvÑ+0""CGI, having previously been granted an extension 

qh"vkog"vq"qrrqug"CrrnkecpvÓu"Octm."jgtgd{"qrrqugu"ucog0 

 As grounds for opposition, CGI alleges as follows. 

1. EIK"ku"vjg"yqtnfÓu"nctiguv"gpfwtcpeg"urqtvu"rncvhqto."cpf"qticpk¦gu"cpf"rtgugpvu."

among other things." c" ugtkgu" qh" twppkpi" gxgpvu" wpfgt" vjg" fkuvkpevkxg"TQEM" ÒPÓ"TQNN"dtcpf0""

The running events offered by CGI wpfgt"kvu"TQEM"ÒPÓ"TQNN"dtcpf"ecp"dg"hqwpf"kp"ekvkgu"cnn"
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across America.  These races draw over 500,000 participants each year and have raised hundreds 

of millions of dollars in charitable contributions.   

2. CGI owns dozens of United States trademark registrations relating to its ROCK 

ÒPÓ"TQNN"dtcpf."kpenwfkpi"vjg"hqnnqykpi: 

 TQEM"ÒPÓ"TQNN."Tgikuvtcvkqp"Pq0"6.558.556, eqxgtkpi"ÐEntertainment services, 

namely, arranging and organizing a sporting event in the nature of a running race=Ñ 

 TQEM" ÒPÓ" TQNN." Tgikuvtcvion No. 4,394,562, eqxgtkpi" ÐProviding 

entertainment events, namely, organizing community festivals featuring vendor booths; party 

planning, namely, planning parties and special-event dinners; all of the aforementioned offered 

in connection with endurance sports events=Ñ 

 TQEM"ÒPÓ"TQNN."Tgikuvtcvkqp"Pq0"6.535.:25. eqxgtkpi"ÐOrganizing, promoting 

and conducting exhibitions and tradeshows for business purposes featuring booths and displays 

relating to competitive endurance sports events=Ñ"cpf 

 TQEM" ÒPÓ" TQNN" OARATHON, Registration No. 2,131,333, covering 

Ðentertainment in tjg" pcvwtg" qh" octcvjqp" hqqv" tcegÑ" *eqnngevkxgn{." vjg" ÐTQEM" ÒPÓ" TQNN"

Octmu0Ñ+ 

 
3. CGI and its predecessors-in-interest have consistently and continually marketed 

running races under the TQEM"ÒPÓ"TOLL Marks since at least as early as 1998.  By virtue of 

EIKÓu marketing, widespread event participation, and press recognition, the public has come to 

know, rely on, and recognize the TQEM"ÒPÓ"TQNN"Octmu as source identifiers for CGIÓu"events.   

4. Through extensive public participation, advertising and promotion, as well as 

national and international recognition from the press and running community publications, the 

TQEM"ÒPÓ"TQNN"Octmu are famous cpf"cejkgxgf"hcog"rtkqt" vq" vjg"hknkpi"fcvg"qh"CrrnkecpvÓu"
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application opposed herein, prior to any date of first use that may be claimed by Applicant, and 

dghqtg"cp{"rtkqtkv{"fcvg"enckogf"hqt"CrrnkecpvÓu"Octm.  

5. Ugxgtcn"qh"vjg"tgikuvgtgf"TQEM"ÒPÓ"TQNN Marks, including the mark contained 

in Registration No. 2,131,333, have become incontestable under the Lanham Act.  EIKÓu"

incontestable registrations are conclusive evidence of the validity of the registered marks, of 

EIKÓu" qypgtujkr" qh" vjg" octmu." cpf" qh" EIKÓu" gzenwukxg" tkijv" vq" wug" vjg" tgikuvgtgf" octmu" kp"

commerce.   

6. Upon information and belief, CGI alleges that on March 21, 2013 Applicant filed 

an application to register the mark SHAMROCK N ROLL RUN, claiming a date of first use of 

September 1, 2011.  Crrnkecpv"uggmu"tgikuvtcvkqp"kp"eqppgevkqp"ykvj"Ðorganizing, arranging, and 

conducting running events0Ñ"" 

7. Upon information and belief, CGI alleges that Applicant has disclaimed the 

fguetkrvkxg"yqtf"ÐrunÑ"ykvjkp"CrrnkecpvÓu"Oark. 

8.  CrrnkecpvÓu"Octm" ku" nkmgn{" vq" dg" eqphwugf"ykvj" cpf"okuvcmgp" hqt"CGIÓu" events 

marketed under the TQEM"ÒPÓ"TQNN"Octmu dgecwug"CrrnkecpvÓu"Octm"is confusingly similar in 

sight, sound, and meaning to the TQEM"ÒPÓ"TQNN"Octmu0""CrrnkecpvÓu"Octm"cpf"the TQEM"ÒPÓ"

ROLL Marks share the identical and dominant TQEM"ÒPÓ"TQNN component.    

9. CrrnkecpvÓu"Octm" ku" wugf qp"cpf" kp" eqppgevkqp"ykvj" kfgpvkecn" ugtxkegu" vq"EIKÓu"

services, namely, arranging and organizing running events.   

10. CrrnkecpvÓu" vctigvgf" ewuvqogt" and consumer base overlaps with the customers 

and consumers of CGI.   

11. Cu"CrrnkecpvÓu" services description contains no restrictions or limitations as to 

CrrnkecpvÓu"marketing channels, CGI oc{"cuuwog"vjcv"CrrnkecpvÓu"Octm."nkmg"CGIÓu"qyp"ROCK 
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ÒPÓ"TQNN"Octmu, will be used in all standard marketing channels.  Therefore, in addition to 

overlapping consumer bases, ApplkecpvÓu" marketing channels for its events overlap with the 

channels used by CGI in marketing and promoting its events wpfgt"vjg"TQEM"ÒPÓ"TQNN"Octmu.   

12. If Applicant is permitted to register CrrnkecpvÓu"Mark for the services specified in 

the Application herein opposed, confusion, mistake, or deception resulting in damage and injury 

to CGI would likely occur.  Persons familiar with the TQEM" ÒPÓ"TQNN"Octmu would likely 

rgtegkxg"CrrnkecpvÓu"races as associated, affiliated with, offered by, or sponsored by CGI.  Such 

confusion would inevitably result in damage to CGI. 

13. Wrqp"kphqtocvkqp"cpf"dgnkgh."CrrnkecpvÓu"Octm"ku"wugf"kp"eqppgevkqp"ykvj"c"tceg"

jgnf"qp"qt"cdqwv"Uv0"RcvtkemÓu"Fc{0""Ikxgp"vjg"ukoknctkvkgu"dgvyggp"vjg"octmu"cpf"vjg"ugtxkegu"qh"

the parties, participants, spectators, and other members of the public may believe that the term 

ÐSHAMROCKÑ fgpqvgu" c" urgekcn" gfkvkqp" qh" EIKÓu" tceg" ugtkgu" occurring on or around St. 

RcvtkemÓu"Fc{.   

14. Cp{"fghgev"qt" hcwnv" hqwpf"ykvj"CrrnkecpvÓu"services marketed under CrrnkecpvÓu 

Mark would necessarily reflect on and seriously injure the reputation that CGI has established for 

its races. 

15. Tgikuvtcvkqp"qh"CrrnkecpvÓu"Octm"yqwnf"ikxg"Crrnkecpv"prima facie evidence of 

vjg" xcnkfkv{" cpf" qypgtujkr" qh" CrrnkecpvÓu" Octm" cpf" qh" CrrnkecpvÓu" gxclusive right to use 

CrrnkecpvÓu Mark, all to the detriment of CGI. 

16. CrrnkecpvÓu"Octm"uq"tgugodngu"vjg"TQEM"ÒPÓ"TQNN"Octmu"rtgxkqwun{"wugf"cpf"

registered by CGI, as to be likely, when applied to the identified services, to cause confusion, or 

to cause mistake, or to deceive in violation of 15 U.S.C. § 1052(d). 
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17. CrrnkecpvÓu"Octm"uq"tgugodngu"vjg"TQEM"ÒPÓ"TQNN"Octmu"rtgxkqwun{"wugf"cpf"

tgikuvgtgf"d{"EIK."cu" vq"fknwvg"qt"dg"nkmgn{"vq"ecwug"fknwvkqp"qh" vjg"fkuvkpevkxg"swcnkv{"qh"EIKÓu"

famous marks in violation of 15. U.S.C. § 1125(c).   

18. Wherefore, CGI prays that this Opposition be sustained and that Application 

Serial No. 85/882,798 be denied and refused registration. 

 

 COOLEY LLP 

Date: September 23, 2013 By: __/John Paul Oleksiuk/__________________ 
  Peter Willsey, Esq. 
  John Paul Oleksiuk, Esq. 
  Attorneys for Opposer 
  Cooley LLP    
  1299 Pennsylvania Avenue, NW 
  Suite 700 
  Washington, DC 20004 
  (202) 842 7800 
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CERTIFICATE OF SERVICE 

 

I hereby certify that on September 23, 2013, I sent the foregoing NOTICE OF OPPOSITION 

regarding Competitor Group, Inc. v. Kona Running Company, Inc. to the Correspondent on 

CrrnkecpvÓu" WURVQ" tgeqtf" hqt" Ugtkcn" Pq0" :71882,798, by overnight courier, in an envelope 

addressed to: 

 

Michael Sneyd 
Kerr, Russell and Weber, PLC 
500 Woodward Avenue Suite 2500 
Detroit, MI 48226-3427 
 
 
 
Date:  September 23, 2013    /John Paul Oleksiuk/    
       John Paul Oleksiuk 
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